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DETAILED ACTION 

Withdrawn Rejections 

1. The 35 U.S.C. 102(b) rejection of claims 1, 2, 5, 6, 8, 10-13 and 21-23 as being 
anticipated by Yates of record in the previous Office Action mailed 12/12/2007 on pages 2-5 has 
been withdrawn due to the Applicant's amendment filed 4/14/2008. 

2. The 35 U.S.C. 103(a) rejection of claim 3 over Yates in view of Yu of record in the 
previous Office Action mailed 12/12/2007 on pages 5-6 has been withdrawn due to the 
Applicant's amendment filed 4/14/2008. 

3. The 35 U.S.C. 103(a) rejection of claim 4 over Yates in view of Marchello of record in 
the previous Office Action mailed 12/12/2007 on page 6 has been withdrawn due to the 
Applicant's amendment filed 4/14/2008. 

4. The 35 U.S.C. 103(a) rejections of claims 7, 9, 24 and 25 over Yates of record in the 
previous Office Action mailed 12/12/2007 on pages 6-8 have been withdrawn due to the 
Applicant's amendment filed 4/14/2008. 

5. The 35 U.S.C. 103(a) rejection of claims 14-18 and 26 over Yates in view of Bigolin of 
record in the previous Office Action mailed 12/12/2007 on page 8 has been withdrawn due to the 

Applicant's amendment filed 4/14/2008. 

6. The 35 U.S.C. 103(a) rejection of claims 19-20 over Yates in view of Mesinger et al. of 
record in the previous Office Action mailed 12/12/2007on page 9 has been withdrawn due to the 
Applicant's amendment filed 4/14/2008. 
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Claim Rejections - 35 USC § 112 

7. The following is a quotation of the first paragraph of35U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

8. Claims 1-3 and 5-27 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

9. The new recitation "such that the insert directly interacts with the frame" in claim 1 is 
deemed new matter. Applicant points to pages 5-6 of the Specification for providing support for 
this new recitation, however, there is no clear support found in the Specification, particularly at 

pages 5-6, by the Examiner. The Specification, as originally filed, docs not provide clear support 
for the recitation "such that the insert directly interacts with the frame", as now recited in claim 
1 . Thus, this new recitation is deemed new matter. 

10. Additionally, the recitation "said direct interaction between said insert and said frame 
comprises deformation of the insert" in new claim 27 is deemed new matter. Again, Applicant 
points to pages 5-6 of the Specification for providing support for this new recitation, however, 
there is no clear support found in the Specification by the Examiner, particularly at pages 5-6. 
The Specification, as originally filed, does not provide clear support for the recitation "said direct 
interaction between said insert and said frame comprises deformation of the insert", as recited in 
new claim 27. Thus, this new recitation is deemed new matter. 
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Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the im ention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the stibject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 1, 2, 5-18 and 21-27 are rejected under 35 U.S.C. 103(a) as being impatentable 
over Yates (US 6,074,001, newly cited). 

13. Regarding claims 1 and 2, Yates teaches a viscoelastic support structure with improved 
energy absorption comprising a frame (shell), at least one resilient filler (foam) layer, a flexible 
covering (fabric/film) having a contact surface for contact with a user, at least one gel insert (Fig. 
8, element 54) interposed between the covering (Fig. 8, element 12) and the frame (Fig. 8, 
element 96), and a plurality of protuberances or recesses on the insert (col. 4, lines 10-19), 
wherein the insert comprises a bottom surface facing toward the frame and the frame comprises a 
top surface facing toward the insert, the protuberances or recesses being formed on the bottom 
surface of the insert such that the insert directly interacts with the frame (col. 4, lines 46-51). 

However, Yates fails to specifically teach the protuberances or recesses being aligned 
with respect to a mid-surface line extending at least partially along the length of the structure. 

It would have been an obvious matter of design choice to change the shape or size of the 
protuberances or recesses in Yates to where the protuberances or recesses are aligned with 
respect to a mid-surface line extending at least partially along the length of the structure, since 
such a modification would have involved a mere change in the size of the protuberances or 
recesses. A change in size or shape is generally recognized as being within the level of ordinary 
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skill in the art, absent unexpected results. MPEP 2144.04(IV). One of ordinary skill in the art 
would have been motivated to change the shape or size of the protuberances or recesses in Yates 
to have the protuberances or recesses aligned with respect to a mid-surface line extending at least 
partially along the length of the structure in order to change the cushioning characteristics of the 

bicycle saddle. It is desirable to change the cushioning characteristics of the bicycle saddle in 
order to make the bicycle saddle more appealing to the user/rider as well as more comfortable to 
the user/rider. 

Regarding claims 5-7, the protuberances in Yates, which are shown between the recesses 
70 (cavities 70) in Fig. 5, have top surfaces extending along respective first lines, and the 
recesses (cavities 70) in Fig. 5 have bottom surfaces extending along respective second lines, 
wherein the first and second lines are curved (see Figure 5). 

Regarding claims 8, 9 and 25, Yates teaches the presently claimed viscoelastic support 
structure as shown above except for the inclined surfaces of the protuberances and recesses 
having inclination angles being fi-om 5° to 85°, specifically being about 45°. It would have been 
an obvious matter of design choice to change the shape or size of the protuberances and recesses 
in Yates to have inclined surfaces having inclination angles fi-om 5° to 85° and of about 45°, 
since such a modification would have involved a mere change in the size of the protuberances 
and recesses. A change in size or shape is generally recognized as being within the level of 
ordinary skill in the art, absent unexpected results. MPEP 2144.04 (IV). One of ordinary skill in 
the art would have been motivated to change the shape or size of the protuberances and recesses 
in Yates to have the inclined surfaces having inclination angles from 5° to 85° and of about 45° in 
order to change the cushioning characteristics of the bicycle saddle. It is desirable to change the 
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cushioning characteristics of the bicycle saddle in order to make the saddle more appealing and 
comfortable to the consumer/user. 

Regarding claim 10, the filler (foam) layer comprises an enlarged rear portion, a front 
horn portion, and a central portion, wherein at least one of the central portion and the rear portion 
comprise at least one through cavity (Figure 6 and col. 4, lines 39-42). 

Regarding claim 1 1, the at least one through cavity is present in the rear portion and is 
positioned in an area generally corresponding to the ischial bones on the user (Fig. 6, cavities 
78). 

Regarding claim 12, the through cavity is present in at least one of the central portion and 
the rear portion, and the insert is received in the through cavity (Fig. 6, cavities 74 and 78). 

Regarding claim 13, the insert (Fig. 8, insert 54) extends from the frame (96) to the 
flexible covering (12). 

Regarding claim 14, Yates teaches the presently claimed viscoelastic support structure as 
shown above except for the gel material specifically being optically transparent. Yates teaches 
that the gel material may be of any suitable type (col. 4, lines 5-6). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have modified the gel in 
Yates to be optically transparent in order to provide a suitable gel insert for a bicycle saddle and 
since it has been held that a change in the material would be an unpatentable modification in 
absence of showing unexpected results and it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended use as a 
matter of obvious design choice. 
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Regarding claim 15, the flexible covering comprises at least one essentially optically 
transparent portion (col. 3, lines 31-35). 

Regarding claim 16, the transparent portion of the flexible covering is located above the 
insert (col. 3, lines 31-35). 

Regarding claim 17, the transparent portion of the covering comprises a portion separate 
from the covering, the portion being connected to the rest of the flexible covering by suitable 
connection means (col. 3, lines 31-38). 

Regarding claim 18, the limitation "said transparent portion is integral with the rest of 
said flexible covering" has been considered, but does not provide a patentable distinction over 
the prior art, since the limitation "is integral" is a method of production and the method of 
forming the product is not germane to the issue of patentability of the product itself MPEP 2113. 

Regarding claim 21, it is to be noted that it has been held that the recitation that an 
element is "adapted to" perform a function, i.e. adapted for deformation in a direction transverse 
to the direction of a stress applied to said insert, only requires the ability to so perform. In this 
particular case, the structure in Yates is similar to that of the present invention and is being used 
as a bicycle saddle, which is also similar to that of the present invention. Therefore, the structure 
of Yates inherently is adapted for deformation in a direction transverse to the direction of a stress 
applied to said insert. 

Regarding claim 22, it is to be noted that it has been held that the recitation that an 
element is "adapted to" perform a fimction, i.e. adapted for deformation in a direct essentially 
parallel to said mid-surface line, only requires the ability to so perform. In this particular case, 
the structure in Yates is similar to that of the present invention and is being used as a bicycle 
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saddle, which is also similar to that of the present invention. Therefore, the structure of Yates 
inherently is adapted for deformation in a direct essentially parallel to said mid-surface line. 

Regarding claim 23, it is to be noted that it has been held that the recitation that an 
element is "adapted to" perform a function, i.e. adapted for deformation in one or more 
directions thereby increasing energy dissipation by said insert, only requires the ability to so 
perform. In this particular case, the structure in Yates is similar to that of the present invention 
and is being used as a bicycle saddle, which is also similar to that of the present invention. 
Therefore, the structure of Yates inherently is adapted for deformation in one or more directions 
thereby increasing energy dissipation by said insert. 

Regarding claim 24, Yates teaches the presently claimed viscoelastic support structure as 
shown above except for the first and second lines being straight. It would have been an obvious 
matter of design choice to change the shape or size of the protuberances and recesses in Yates to 
have the protuberances having top surfaces extending along a straight line and the recesses 
having bottom surfaces extending along a straight line, since such a modification would have 
involved a mere change in the size of the protuberances and recesses. A change in size or shape 
is generally recognized as being within the level of ordinary skill in the art, absent unexpected 
results. MPEP 2144.04 (IV). One of ordinary skill in the art would have been motivated to 
change the shape or size of the protuberances and recesses in Yates to have the protuberances 
having top surfaces extending along a straight line and the recesses having bottom surfaces 
extending along a straight line in order to change the cushioning characteristics of the bicycle 
saddle. It is desirable to change the cushioning characteristics of the bicycle saddle in order to 
make the saddle more appealing and comfortable to the consumer/user. 
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Regarding claim 26, note the frame has at least one through hole covered by a polymeric 
layer (col. 4, lines 45-51). 

Regarding claim 27, the direct interaction between the insert and the frame comprises 
defi)rmation of the insert (col. 1, lines 39-42), the defijrmation inherently having at least one 
component parallel to the direction of applied sfress and at least one component transverse to the 
direction of the applied stress, since the structure in Yates is similar to that of the present 
invention and is being used as a bicycle saddle similar to that of the structure disclosed in the 
present application. 

14. Claim 3 is rejected under 35 U.S. C. 103(a) as being unpatentable over Yates (US 
6,074,001) in view of Yu (US 6,739,656). 

Yates teaches the presently claimed viscoelastic support structure as shown above except 
for protuberances or recesses being provided on the top surface of the frame facing toward the 
insert. 

Yu teaches a base of a bicycle saddle having protuberances (supporting bars 26) provided 
on the top surface facing toward the elastic body for the purpose of preventing the break or 
detachment of the elastic body from the base and providing a comfortable feeling to the bicyclist 
when the bicyclist sits on the saddle (col. 1, lines 7-9 and col. 2, lines 3-5). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have provided the top surface of the frame in Yates with protuberances as suggested 
by Yu in order to prevent the break or detachment of the gel insert from the frame and provide a 
comfortable feeling to the bicyclist when the bicyclist sits on the saddle. 
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15. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yates 
(US 6,074,001) in view of Yu (US 6,739,656). 

Yates teaches the presently claimed viscoelastic support structure as shown above except 
for the frame comprising a polymeric base material, that is essentially optically transparent, and 
that comprises a metal. 

Yu teaches that it is well known in the art to have the base of a saddle comprise either 
plastic or metal in order to form a bicycle saddle which provides a comfortable feeling to the 
bicyclist when the bicyclist sits on the saddle (col. 1, lines 5-23). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified the frame in Yates to comprise a plastic or a metal as suggested by 
Yu in order to form a bicycle saddle providing a comfortable feeling to the bicyclist when the 
bicyclist sits on the saddle. 

Response to Arguments 

16. Applicant's arguments with respect to claims 1-3 and 5-27 have been considered but are 
moot in view of the new grounds of rejection. 

Conclusion 

17. Applicant's amendment necessitated the new grounds of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory period will expire on the 
date the advisory action is mailed, and any extension fee piu^suant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earher communications from the examiner 
should be directed to Catherine Simone whose telephone number is (571) 272-1501. The examiner 
can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Keith Hendricks can be reached on (571) 272-1401 . The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubhshed applications may 
be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Catherine Simone/ 
Examiner, Art Unit 1794 



/KEITH D. HENDRICKS/ 

Supervisory Patent Examiner, Art Unit 1794 



